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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 9/4/08 
has been entered. 

Response to Arguments 

Applicant's arguments filed 8/7/08 have been fully considered but they are not 
persuasive. Applicants state that Gao cannot anticipate or obviate the instantly claimed 
invention because Gao does not use the same method as the instantly claimed 
invention. First and foremost applicants' arguments are not commensurate with the 
scope of the instant claims, applicants are claiming a product, not a process of making 
said product and therefore it is not necessary for the prior art to disclose any method 
steps of making said product. Furthermore a quick search of the Gao reference does 
reveal that Gao is in fact using "precipitation" in paragraph [0031], and therefore it is 
even more clear that the Gao reference does in fact inherently have the same existence 
ratios as the instantly claimed invention and furthermore that a skilled artisan would be 
motivated to optimize the result effective variable (i.e. existence ratios) as already set 
forth in the previous Final Office Action. Gao further teaches "intimately mixing" the 
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materials in the product which is further evidence that Gao is providing uniformity of the 
active material layer which would also inherently provide the same existence ratios of 
the instantly claimed invention. Applicants direct the Examiner to Table 5 of the instant 
specification for supposed unexpected results over the prior art invention of Gao. 
However Table 5 is only a comparison of the various examples of the instant invention 
and does not compare the closest prior art, which currently is Gao, to the instant 
invention. Therefore applicants have not met there burden of proof to show that the 
instant invention is either materially different than the prior art or that there are 
unexpected results over the prior art and the previous rejections will be maintained. 



Claim Rejections - 35 USC § 102/103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim 2 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over U.S. Pre-Grant Publication No. 2003/0035999 
hereinafter Gao. 

Gao teaches a positive electrode active material for a nonaqueous electrolyte 
secondary battery comprising a lithium-transition metal composite oxide containing 
Zirconium of a layer structure such as Li 2 Zr03 (lithium zirconate), said active material 
layer being doped with Magnesium to provide overcharge protection (abstract, 
paragraphs [0005]-[0007], [0010], [0018]-[0020], [0031], [0036]-[0038] and claims 3 and 
38). Because Gao teaches a precipitation reaction (which is the same process that 
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applicants use for the instant invention) during the process of forming the active material 
as well as intimately mixing the active material it is inherent that the existence ratio of 
zirconium (in the form of lithium zirconate) and magnesium will respectively be present 
on the surface at 20% or more and the burden is shifted to applicants to prove in the 
form of evidence comparing Gao's invention with the instant invention otherwise, see 
MPEP2112. 

In the alternative it would have been obvious to one having ordinary skill in the 
art to form the positive active material of Gao such that the "existence ratio" of zirconium 
and magnesium respectively on the surface of the lithium-transition metal oxide is 
greater than 20% (i.e. uniformly forming the surface element (Gao paragraph [0031])) in 
order to reduce the friction force among the active materials thereby increasing the 
flowability of the active material so that the positive electrode film has a higher density 
thus increasing the charge/discharge characteristics of the battery and also increasing 
the capacity of the battery. It further would have been obvious to optimize the 
"existence ratio" of zirconium and magnesium respectively on the surface of the lithium- 
transition metal oxide of Gao since it has been held that discovering an optimum value 
of a result effective variable involves only routine skill in the art, in the absence of 
unexpected results. In re Boesch, 617 E.2d 272, 205 USPQ 215 (CCPA 1980). 
Therefore the burden is shifted to applicants to prove in the form of evidence that the 
invention of Gao does not exhibit the same existence ratios as the instantly claimed 
invention. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gao in 
view of U.S. Pre-Grant Publication No. 2002/0127473 hereinafter Ooya. 

Gao further teaches that the positive active material further comprises a 
conductive agent and a non-aqueous electrolyte secondary battery comprising a 
positive electrode employing the positive active material, a negative electrode 
comprising a lithium metal or lithium alloy and a separator between the positive and 
negative electrodes. 

Gao does not teach that the surface element exists between the positive active 
material and the conductive agent or that the positive active material is layered onto a 
positive electrode current collector or winding the electrodes and separator. 

Ooya teaches a wound nonaqueous electrolyte secondary battery comprising a 
positive electrode current collector having on at least one side a positive active material 
comprising a layer of a lithium-transition metal composite oxide such as lithium nickel 
cobaltate, a surface element that is at least zirconium that exists between the positive 
active material and a conductive agent, a separator located between the positive 
electrode and a negative electrode, said negative electrode comprising a current 
collector having a layer of at least a lithium metal, a lithium alloy, a carbon material 
capable of intercalating and deintercalating lithium ions or a compound capable of 
intercalating and deintercalating lithium ions and the electrodes and separator are 
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layered against one another (see paragraphs [0017]-[0034], [0055]-[0059], [0062]- 
[0070] and [0084] and table 1). 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to modify Gao such that the surface agent exists between the positive 
active material and the conducive agent, layering the positive active material onto a 
positive electrode current collector and winding the electrodes and separator as taught 
by Ooya in order to provide a nonaqueous electrolyte secondary battery that will have 
increased packing density and improved discharge rate characteristics of the battery by 
lowering an impedance of the positive electrode. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HODGE whose telephone number is 
(571 )272-2097. The examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Robert Hodge/ 
Examiner, Art Unit 1795 



